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Applicant's Response 

In Applicant's Response dated 04/05/2006, Applicant amended the Specification, 
amended Claim 1 , and argued against all objections and rejections previously set forth 
in the Office Action dated 01/05/2006. 



Specification 

The disclosure is objected to because the entire specification is replete with 
idiomatic errors in the English language. The present application claims priority to 
Japanese Patent Application No. 2002-305028 and appears to be a poorly-worded 
translation of the Japanese application. 

The disclosure is also objected to because the entire specification is replete with 
• terminology which is different from that which is generally accepted in the art to which 
this invention pertains and does not conform to United States patent practice. 

For example, the first sentence of Paragraph 0003 reads: "If the files forming the 
electronic document are temporarily stored in a local area of a computer before printing, 
a user needs to modify the absolute description of the links in the main file to the 
location of the files in the storing area" (emphasis added). The phrase "absolute 
description" in the context of links on an HTML page is not normally used in the art of 
printing HTML pages. The examiner is unsure what an "absolute description" of a 
hyperlink is. Also, the examiner is unsure what is meant by "modifying" an absolute 
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description. Thus, this terminology does not conform to United States patent practice 
and makes the meaning of the sentence unclear. 

Another example includes the first sentence of Paragraph 0004, which reads: "In 
order to shorten the time required to print an electronic document described in HTML, 
Japanese Unexamined Patent Application Publication No. 11-25156 describes a 
method in which a system downloads the files forming a Web page, automatically 
embeds the description of the linked file (the linked page) at the point of the link anchor 
of the main file (the main page), and prints the new edited file" (emphasis added). The 
examiner is unsure what the "description" of the linked file is. Also, the examiner is 
unsure what the "main file" is and how it differs from the "linked files." Thus, this 
terminology does not conform to United States patent practice and makes the meaning 
of the sentence unclear. 

Another example includes Paragraph 0005 which reads: "It is one object of the 
present invention to provide a system, a method and a computer program for printing 
such a downloaded electronic document, for example a online help file or an online 
manual file, promised on viewing by a Web viewer onto sheet material to obtain a 
real printed material having the proper style of a booklet or a book' (emphasis 
added). The examiner is unsure what is meant by the phrase "promised on viewing by 
a Web viewer." Additionally, the paragraph is not written in idiomatic English, as 
demonstrated by the phrases "Web viewer" (most likely a browser), "sheet material" 
(most likely paper) and "real printed material having the proper style of a booklet or a 
book" (most likely a book or a booklet). This terminology is not idiomatic English, does 
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not conform to United States patent practice and makes the meaning of the paragraph 
unclear. 

Another example includes Paragraph 0006 which reads: "Specifically, it is the 
object of the present invention to provide a system, a method and a computer program 
for printing a downloaded electronic document as a real printed material having a front 
cover printed such the title of the document, the table of contents and so on, or a 
header, a footer, or both of them printed the title of a chapter printed on pages" 
(emphasis added). The examiner is unsure what is meant by the phrase "such the title 
of the document, the table of contents and so on." As currently stated, this paragraph is 
not idiomatic English and must be corrected. 

The remainder of the Specification is replete with idiomatic errors in the English 
language. Thus, a substitute specification in proper idiomatic English and in 
compliance with 37 CFR 1 .52(a) and (b) is required. The substitute specification filed 
must be accompanied by a statement that it contains no new matter. 

Finally, the disclosure is objected to because the translation of the Japanese 
patent application is inaccurate. For example, text in Paragraph 0003 reads: "Further, 
printing an electronic document displayed by a Web viewer directly causes some 
problems: printing navigation icons such as a previous-page button icon, a next-page 
button icon, a top-page button icon, and navigation banner, which are necessary for 
browsing but not necessary in the printed material, reduces the density of information 
on printed page" (emphasis added). This statement is not accurate in that, if the 
navigation icons of a web page are printed in a hard copy printout of the web page, then 
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the amount of information printed on the printed page is increased and therefore the 
"density of information" in the printed page is increased. This is but one example of the 
multitude of errors made in translating the Japanese patent application. 

To obviate this objection, Applicant should go through the entire Specification - 
word-by-word, sentence-by-sentence, paragraph-by-paragraph - and rewrite the entire 
specification so that it: 1 ) reads easily for, and is easily understood by, a person whose 
native language is English; 2) consistently uses terminology - used in the United 
States - that is generally accepted in the art; 3) conforms to United States patent 
practice; and 4) accurately describes Applicant's invention. 

Additionally, the disclosure is objected to because the entire specification is 
replete with instances where a single element of the present invention is identified 
using a plurality of terms, whereby such use makes it unclear as to which element is 
being discussed in that portion of the text. For example, it appears that the "HTML file" 
in Paragraph 0002 is called a "main file" in Paragraph 0003. 

To obviate this objection, Applicant must amend the Specification so that the 
terms used to identify the elements of the present invention are used in a consistent 
manner. 



Claim Objections 

Claims 1-7 are objected to because of the following informalities: 
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• In Claim 1 , the phrase "analysis defining information storing means for" in 
Line 3 should be amended to — means for — because the phrase "analysis 
defining information storing" is subsequently recited and therefore unnecessary. 

• In Claim 1 , the phrase "cover file generating means for" in Line 6 should be 
amended to — means for — because the phrase "cover file generating" obscures 
the "means for" language in the limitation and is unnecessary. 

• In Claim 1 , the phrase "file analyzing and converting means for" in Line 9 
should be amended to — means for — because the "file analyzing" and the 
"converting" functions are subsequently recited and therefore it is unnecessary to 
recite the functions before the "means for" language. 

• In Claim 1 , the phrase "printing processing means for" in Line 15 should be 
amended to — means for — because the "printing" function is subsequently 
recited and therefore it is unnecessary to recite the function before the "means 
for" language. 

• Claims 2-7 also have the same type of problems discussed above. 

• In Claim 1 , the term "on" in Line 8 should be amended to — in — because it 
appears to be a typographic error. 

• In Claim 1 , the phrase "described in the document file" in Lines 7-8 should be 
amended because no "document file" is previously mentioned in the claims. 

• In Claim 1 , the phrase "analyzing the description of the document file" in Line 9 
should be amended because no "description of the document file" is previously 
mentioned in the claims. 
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Appropriate correction is required. 

Claims 1-16 are objected to because the claims comprise idiomatic errors in the 
English language and because the claims are worded confusingly. For example, in 
Claim 2, the phrase "for obtaining a document files in the markup language generating 
one electronic document' in Lines 2-3. This phrase is grammatically incorrect and is 
worded confusingly. If a person whose native language is English reads this phrase, 
then that person would immediately recognize that the phrase comprises idiomatic 
errors and is worded confusingly. 

Such problems are replete throughout the claims of the present application. Any 
reader whose native language is English will recognize these problems. Thus, the 
claims must be amended to eliminate the grammatical errors and the confusing 
portions. For example, the previously-discussed phrase of Claim 2 should be amended 
to — for obtaining [[a]] markup language document files in th e markup language that 
make up the electronic document and generating one the electronic document — 

To obviate these objections, Applicant should go through the each claim- word- 
by-word, element-by-element, section-by-section - and rewrite the each claim so that 
every claim reads easily for, and is easily understood by, a person whose native 
language is English. 
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Claim Rejections - 35 (JSC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-16 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
Claims 1-16: 

The claims are generally narrative and indefinite, failing to conform with current 
U.S. practice. They appear to be a literal translation into English from a foreign 
document and are replete with grammatical and idiomatic errors. 

For example, in Claim 1 , the passage "file analyzing and converting means for 
analyzing the description of the document file based on the analysis defining 
information, for deleting information unnecessary for printing of the document from the 
document file, for analyzing a document structure of the electronic document, for 
dividing the document file on item unit generating the document structure in accordance 
with the analyzed document structure, and for generating a converted files; and' (see 
Lines 10-15) has several problems that lead to questions concerning the passage. 

These questions include: 1) Does the phrase "analyzing the description of the 
document file" mentioned in the passage involve the markup language document 
mentioned in Line 1 ? 2) What does "dividing the document file on item unit 
generating the document structure in accordance with the analyzed document 
structure" (Lines 13-15) mean? 
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Generally speaking, Claim 1 needs to be amended so that the subject matter 
recited in the claim is better organized and more clearly recited. In order to do this, 
Applicant should determine what the software does, (i.e., the functions performed by 
the software), determine the relationships of the software functions, and recite the 
functions performed by the software in a way that comprehensively defines the 
invention using idiomatic English. 

As indicated in the above discussion, the entire disclosure (i.e., the Specification 
and the Claims) of the present invention is very poorly-worded. Thus, at this time, the 
examiner deems it impractical to give a complete action on the merits for this 
application. Once the claims are amended to particularly point out and distinctly claim 
the subject matter which Applicant regards as his invention, a full search and 
examination will be performed. 

In Claim 1 , the limitation "analysis defining information storing means for storing 
analysis defining information for analysis which is determined based on a 
description rule and a template used for describing the electronic document in the 
markup language" in Lines 3-5 is indefinite because it is unclear what is "determined 
based on a description rule and a template." Stated differently, it is unclear whether it is 
the "storing means," the "information" or the "analysis" that is "determined based on a 
description rule and a template." This problem appears to stem from the translation of 
the Japanese application. As previously indicated, the translation is not written in 
idiomatic English. 
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This limitation is indefinite also because the meaning of the phrase "description 
rule" (see Line 4) cannot be determined. As indicated in the above discussion, some 
element of the present invention is "determined based on a description rule." However, 
the Specification provides no indication of or guidance in determining the meaning of 
the term "description rule." 

The substitute Specification submitted by Applicant in the Response dated 
04/05/2006 recites the phrase "description rule" four times: 

> Page 13, Paragraph 0008, first sentence -»• here, this use of the phrase restates 
Claim 1, Lines 3-4; 

> Page 13, Paragraph 0009, second sentence -»• here, this use of the phrase 
essentially restates Claim 1, Lines 3-4; 

> Page 16, Paragraph 0019, first sentence -> here, this use of the phrase states 
that the description rule is "used upon describing the electronic document in 
HTML;" and 

> Page 29, Paragraph 0067, second sentence -»- here, this use of the phrase 
states that the description rule "previously determines" information that is "used 
in the case of describing [sic] in the markup language." 

None of these uses provide guidance in determining the meaning of the phrase 
"description rule." The examiner cannot locate any other uses of the phrase 
"description rule" in the Specification. Thus, because the meaning of the phrase 
"description rule" cannot be determined, the scope of the present invention cannot be 
determined, thereby making Claim 1 indefinite. 
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Finally, this limitation is indefinite also because it is unclear whether an element 
of the present invention is "based on a description rule" only or is "based on [both] a 
description rule and a template" (see Lines 3-5). 

In Claim 1 , the limitation "cover file generating means for extracting cover 
information displayed on a cover of the electronic document based on tag information 
on a tag and a directive described in the document file and for generating a cover file 
of the electronic document' in Lines 6-8 is indefinite because it is unclear what is 
"based on tag information on a tag and a directive." Stated differently, it is unclear 
whether it is the "generating means," the "cover information" or the "electronic 
document' that is "based on tag information on a tag and a directive." This problem 
appears to stem from the translation of the Japanese application. As previously 
indicated, the translation is not written in idiomatic English. 

This limitation is also indefinite because it is unclear whether Applicant intends to 
invoke 35 U.S.C. 112, sixth paragraph, for the phrase "for generating a cover file of the 
electronic document' in Line 8. Thus, the scope of the present invention cannot be 
determined, thereby making Claim 1 indefinite. 

Finally, this limitation is indefinite also because it is unclear whether an element 
of the present invention is "based on tag information on a tag" only or is "based on 
[both] tag information on a tag and a directive" (see Lines 6-8). 
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In Claim 1 , the limitation "file analyzing and converting means for analyzing the 
description of the document file based on the analysis defining information, for 
deleting information unnecessary for printing of the document from the document file, 
for analyzing a document structure of the electronic document, for dividing the 
document file into item units and generating the document structure in accordance with 
the analyzed document structure, and for generating a converted file" in Lines 9-14 is 
indefinite because it is unclear what is "based on the analysis defining information." 
Stated differently, it is unclear whether it is the "file analyzing and converting means," 
the "analyzation," the "description" or the "document file" that is "based on the analysis 
defining information" This problem appears to stem from the translation of the 
Japanese application. As previously indicated, the translation is not written in idiomatic 
English. 

This limitation is also indefinite because it is unclear whether Applicant intends to 
invoke 35 U.S.C. 1 12, sixth paragraph, for the phrases "for deleting information 
unnecessary for printing of the document from the document file" in Lines 10-11, "for 
analyzing a document structure of the electronic document' in Lines 11-12, "for dividing 
the document file into item units" in Line 12, "for . . . generating the document structure 
in accordance with the analyzed document structure" in Lines 12-13 and "for generating 
a converted file" in Lines 13-14. Thus, the scope of the present invention cannot be 
determined, thereby making Claim 1 indefinite. 
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In Claim 1 , the limitation "printing processing means for printing a document with 
the cover based on the cover file and the converted file in accordance with a request 
for printing the electronic document' in Lines 15-16 is indefinite because it is unclear 
what is "based on the cover file and the converted file." Stated differently, it is unclear 
whether it is the "printing processing means," the "printing," the "document' or the 
"cover" that is "based on the cover file and the converted file." This problem appears to 
stem from the translation of the Japanese application. As previously indicated, the 
translation is not written in idiomatic English. 

Claims 2-7 are dependent upon Claim 1 and are thus rejected for the same 
reasons indicated in the above discussion. 

Claims 8, 15 and 16 essentially comprise the same limitations as Claim 1 . Thus, 
Claims 8, 15 and 16 are rejected for the same reasons indicated in the above 
discussion. 

Claims 9-14 are dependent upon Claim 8 and are thus rejected for the same 
reasons indicated in the above discussion. 



Application/Control Number: 10/685,493 
Art Unit: 2176 



Page 14 



Response to Arguments 

Applicant's arguments filed 04/05/2006 have been fully considered but they are 
not persuasive. 

Objections to the Specification: 

In response to the examiner's assertion that the terminology used in the 
Specification is different from that which is generally accepted in the art, Applicant 
points out that an applicant may be his own lexicographer. Applicant then notes that 
new concepts require new words. See Response - Pages 9-10, spanning paragraph. 

The examiner disagrees. 

Applicant is correct in that he may be his own lexicographer. However, the 
Specification provides no guidance in defining the terms that are different from that 
which is generally accepted in the art. For example, the Specification often refers to a 
"description" of an HTML file. However, the Specification fails to adequately describe 
this "description" of an HTML file in a way that defines the meaning of the term. 

The examiner disagrees with Applicant's assertion that new concepts require 
new words. In the examiner's experience, the vast majority of patent applications in the 
area of processing electronic documents use "old" terminology to describe "new" 
concepts. That is, a new way of processing an electronic document can be described 
using terminology that is commonly-used and well-known in the art. Thus, new words 
are not required, nor are they normally used, to describe new concepts. 
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This problem very likely stems from the translation of the Japanese application. 
Either Applicant did not have a native English speaker review and edit the application 
before submitting it to the USPTO, or the native English-speaking reviewer failed to edit 
the application in a competent manner. 

The examiner suggests that, in the future, Applicant have a native English- 
speaking person review and edit the translated application before submitting it to the 
USPTO. 



Applicant argues that printing navigation buttons will reduce the density of 
information on the printed page because the buttons are not information, but rather are 
extraneous to the information. Thus, Applicant argues, printing the buttons should 
reduce the density of information printed on the page since more items on the page will 
be non-information. See Response - Page 10, first full paragraph. 

The examiner disagrees. 

Applicant's reasoning is illogical. The page may be printed either with or 
without the buttons. If the buttons are not printed on the page, then there is less 
printed matter on the page. Conversely, if the buttons are printed on the page, then 
there is more printed matter on the page. More printed matter on the page results in an 
increase in the density of information on the printed page. To argue otherwise is 
illogical. 
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In response to the examiner's assertion that Applicant must use terms in a 
consistent manner, Applicant argues that using synonyms is often used in the interest of 
full disclosure and that such is consistent with application drafting standards. See 
Response - Page 10, second full paragraph. 

The examiner disagrees. 

Using synonyms to describe a single element in a patent application is 
acceptable when use of the synonyms does not make the disclosure unclear. However, 
in the present application, using different terms to describe the same element of the 
present invention makes the disclosure confusing and difficult to read. Again, this 
problem very likely stems from the translation of the Japanese application. 

Objections to the Claims: 

Applicant requested some support for the examiner's assertion that the claims 
must read easily for, and be understood easily by, a person whose native language is 
English, because 35 U.S.C. 112 requires only that claims must only be written "in such 
full, clear, concise and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same." See 
Response - Page 10, fifth full paragraph. 

The examiner disagrees. 

The objections were not set forth based on 35 U.S.C. 112. Therefore, Applicant 
argument is not relevant. However, the examiner will comment that English is the 
required language for patent application submitted to the USPTO - see 37 C.F.R. 
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1.52(b)(1)(H). Additionally, MPEP 608.01 states that if an English translation of a foreign 
application does not conform to idiomatic English and United States practice, it should 
be accompanied by a preliminary amendment making the necessary changes without 
the introduction of new matter prohibited by 35 U.S.C. 132. Such an amendment is 
needed in the present application. 

Claim Rejections - 35 U.S.C. §112: 

Applicant comments that Claim 1 was amended to make the claim more definite 
but does not submit arguments against the rejections. Thus, the examiner has no 
response. 



Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Doug Hutton whose telephone number is 571-272-4137. 
The examiner can normally be reached on Monday-Friday from 8:00 AM to 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Heather Hemdon, can be reached at (571) 272-4136. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (571) 272- 
2100. 



WDH 

May 16, 2006 




DOUG HUTTON 
PRIMARY EXAMINER 
TECH CENTER 2100 



